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Applicant's amendments and comments, received November 17, 2005 have 
been fully considered by the examiner. In particular, the amendments have overcome 
the 35 USC 101 and 35 USC 1 12, second paragraph rejections of claims 1-22. Also, 
the addition of newly filed claims 24-32 is acknowledged. The following is a complete 
response to the November 17, 2005 reply. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 6-8, 10, 14, 15 and 22-32 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Goble et al (5,891 ,134). 

Goble et al disclose an electrosurgical high frequency device that includes an RF 
generator (14) and active and return electrodes (24,26). Fluid is provided to the balloon 
to create a conductive path between the electrodes (see Abstract). Sensors are used to 
detect the current flow between the active and return electrodes to determine 
impedance, which impedance is used as an indication of the formation of vapor (i.e. 
bubbles) at the treatment site. Delivery of energy is controlled based on the sensed 
impedance to either maintain or avoid a vapor pocket (see columns 5 and 6). A 
controller controls the delivery of energy in accordance with the detected bubbles (i.e. 
vapor pocket). See column 6, lines 1-5, for example, which indicates the lowering of the 
energy once the impedance (i.e. bubble formation) has reached a particular level. This 
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recitation (i.e. the lowering of the energy upon detection of impedance indicating a 
vapor state) is deemed to read on applicant's claims 2 and 6-8. The "discharge 
promoting portion" recited in claim 10 is deemed to correspond to the end of the delivery 
tube of the Goble et al device which promotes the discharge of fluid to the electrode 
member. 

Claims 1-4, 6-11, 14, 15, 17, 20 and 22-32 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Goble et al (6,210,405). 

The Goble et al ('405) system is substantially analogous to the Goble et al ('134) 
device and includes active and return electrodes (16,18) disposed in a conductive fluid 
for the treatment of tissue (see Abstract). Again, Goble et al monitor impedance to 
determine vaporization of the fluid and control the delivery of RF energy based on 
impedance (i.e. bubble presence). See columns 9 and 10. Goble et al also teach that 
the flow rate of the fluid may be controlled in accordance with sensed conditions (col. 8, 
lines 55+). The electrode may take numerous shapes, including having apertures 
(Figure 2) or having a spiral shape (Figure 4), which shapes promote the generation of 
bubbles as fluid flows through the apertures and/or past the spiral. 

Allowable Subject Matter 

Claims 5, 12, 13, 16, 18, 19 and 21 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 
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Response to Arguments 

Applicant's arguments filed with the November 17, 2005 response have been 
considered but are not deemed persuasive. 

With regard to the Goble et al ('134) reference, applicant contends on page 13 of 
the response that Goble et al does not supply the RF current to the body anatomy but 
only uses the RF energy heat the bladder wall. The examiner disagrees. Goble et al 
specifically provide an embodiment, as shown in Figures 9A and 9B, that includes an 
open "cage" structure whereby fluid is delivered to the body space and RF current is 
delivered directly to tissue. Applicant also asserts at the bottom of page 1 3 and the 
continuation of page 14 of the response that applicant's claims requires the formation of 
a vapor pocket in the form of a plurality of bubbles covering the entire periphery of the 
electrode surface. The examiner has found no language regarding "bubbles covering 
the entire periphery" of the electrode surface. Rather, the claims recite that "bubbles 
are generated around the active electrode". The examiner maintains that bubbles 
would inherently be formed around the active electrode in the Goble et al ('134) device 
when the vapor pocket is created. 

Concerning the Goble et al ('405) reference, applicant contends that there is no 
explicit teaching of controlling the delivery of RF energy based on the presence of 
bubble or impedance. Applicant does acknowledge that Goble et al ('405) mention that 
once the vaporization threshold has been reached, the power requirement falls. The 
examiner maintains that this disclosure is tantamount to disclosing the necessary 
means (i.e. sensor) to enable such a control. Moreover, Goble et al disclose the power 
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control function of the generator in column 12, lines 15-31, and indicate the more 
specific disclosure of such a power control is found in a related International Publication. 
Finally, the Goble et al ('405) disclosure and subject matter is substantially analogous to 
a large family of Goble et al patents (e.g. US Patent No. 5,891,134) which disclose the 
very well know use of sensors to control the output of a generator based on sensed 
conditions such as the formation of a vapor pocket and/or impedance. The examiner 
maintains that the Goble et al ('405) reference contains sufficient disclosure to 
anticipate the rejected claims. 

Newly added claims 24-31 all recite limitations directed towards the intended use 
of the device. The Goble et al devices are deemed to be capable of acting in the same 
manner if so programmed. These claims fail to recite the specific structure and/or 
programming to specifically perform the intended use limitations. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Peffley whose telephone number is (571) 272- 
4770. The examiner can normally be reached on Mon-Fri from 6am-3pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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